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DETAILED ACTION 

Response to Amendment 

1 . In response to the Office Action mailed May 5, 2010, applicant submitted an 
amendment filed on July 1 5, 201 0, in which the applicant amended and requested 
reconsideration. 



Response to Arguments 

2. Applicants argue that the Examiner does not identify where Stringham discloses 
a sender device that receives a language preference from a correspondent, much less a 
sender device that both sends and receives a translation preference during initiation of 
an instant messaging session. According to the Office Action dated May 5, 2010 
(pages 3-4), The Examiner explained that according to Christy, the recipient's device 
rather than the sender's device, translates the information into the appropriate 
language, however, Christy's system and method does not specifically teach the 
exchange of the language preference or the translation at the sender's device. 
Stringham, in the same field of endeavor, teaches that language translation may be 
performed at the sender's device (abstract). Stringham requires the system to be 
knowledgeable of the recipients' language preference. The language preference is sent 
to the first device (sender's device) and thus it would be obvious for the second user to 
exchange the language preference prior to a message being sent (the same goes for 
the transaction with the second user receiving the first user's language preference). 
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The Examiner invokes KSR, wherein it would have been obvious to try, choosing from a 
finite number of identified, predictable solutions with a reasonable expectation of 
success, to change the translation location to the first device of Stringham from the 
second device of Christy (prior to any message being received from the users), which 
allows for the systems to be able to communicate with one another by being 
knowledgeable of the users' language preferences, before a message is sent, such that 
the message recipient does not need to translate incoming messages or enlist the 
services of a person with language translation skills. Also, transmission error 
concealment would be simpler for a message that is already translated, rather than 
having to combine error concealment with language translation at the recipient's 
location. Thus, a person of ordinary skill has a good reason to pursue the known options 
(as described above) within the technical grasp, which leads to anticipated success. 
Furthermore, there are a finite number of ways of getting the language preference to the 
user's device, which involves getting it from the correspondent in some way. One 
obvious to try way is to have the correspondent send it before any text messages are 
exchanged, such that the user does not have to search any databases to set the 
translator languages. 

Applicant's argue that combination of Christy and Stringham would not be 
obvious to one skilled in the art, to enable language translation to be performed by the 
user's device, as suggested by the Examiner, because the proposed combination would 
change the principal operation of Christy's translation server 52d and 5202, that there is 
no reasonable expectation of success and that they teach away from one another. As 
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for Christy's translation servers, they can be replaced (obvious to try with guaranteed 
success) by storing translation software at the user terminal, which with this option, 
contrast Applicant's arguments, does not have any problem with "expectation of 
success" or "complexities that would require detailed explanation". Since obvious to try 
can be chosen from a finite number of identified predictable solutions with a reasonable 
expectation of success, an additional reason would be for the user to have the capability 
to encrypt at least some of his messages before transmission, so that hackers would 
not be able to intercept the messages at the public server. It is noted that the recipient 
would need to do some decryption, however, if the user desires to keep message 
confidential, installing a decryption device would to useful, and it does not require any 
translation capabilities. Therefore, Applicant's arguments have been considered, but 
are not persuasive. 



Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1 ) an application for patent, published under section 1 22(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

4. Claims 59-64 are rejected under 35 U.S.C. 102(e) as being anticipated by 



Stringham (PGPUB 2002/018670). 
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Regarding claim 59, Stringham discloses a method in a computer system for 
providing real-time communication over a network between first and second users, the 
method comprising: 

receiving first profile information from a first device of the first user, the profile 
information including first geographic information of the first user (paragraph 0018); 

receiving second profile information from a second device of the second user, the 
profile information including second geographic information of the second user 
(paragraph 0018); 

receiving from the first user a first message intended for the second user, 
translating the first message based on the first geographic information and the second 
geographic information, and providing the translated first message to the second user 
(abstract); and 

receiving from the second user a second message intended for the first user, 
translating the second message based on the first geographic information and the 
second geographic information, and providing the translated second message to the 
first user (abstract). 

Regarding claim 60, Stringham discloses a method wherein the first geographic 
information includes a locality of the first user (paragraph 0018). 

Regarding claim 61, Stringham discloses a method wherein the computer 
system is the first device of the first user (paragraphs 0015-0029). 

Regarding claim 62, Stringham discloses a method wherein the computer 
system is a server (paragraphs 0015-0029). 
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Regarding claim 63, Stringham discloses a method wherein the receiving of the 
first profile information and the receiving of the second message are performed at the 
second device and the receiving of the second profile information and the receiving of 
the first message are performed at the first device (paragraph 0018). 

Regarding claim 64, Stringham discloses a method wherein the receiving of the 
first profile information and the second profile information occurs during initiation of a 
session for exchanging messages (paragraph 0018). 

Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. Claims 37-38, 42 and 48-49 are rejected under 35 U.S.C. 1 03(a) as being 
unpatentable over Christy et al. (PGPUB 2002/0002452), hereinafter referenced as 
Christy in view of Stringham (PGPUB 2002/0188670). 

Regarding claims 37 and 48, Christy discloses a method and system for translating 
instant messages exchanged during an instant messaging session between a first user 
(sender) using a first device (client computer: figure 5, element 51 d ) and a second 
(recipient) user using a second device over a communication network (client computer: 
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figure 5, element 51 02), the first user having a first translation preference (French) and 
the second user having a second translation preference (Chinese: paragraph 0071), the 
method comprising: 

Two servers, each implement both conversion and translation capabilities so that 
any user may be a sender or recipient. The user is capable of sending a message to 
the other user, in the usual fashion, and in his native language and before transmitting 
the message to the recipient, the sender interacts with his server, disambiguates and 
places the message in conformity. 

According to Christy the recipient's device, rather than the sender's device, 
translates the information into the appropriate language, and, Christy's system and 
method does not specifically teach the exchange of the language preference or the 
translation at the sender's device. 

Stringham, in the same field of endeavor, teaches that language translation may 
be performed at the sender's device (abstract). Stringham requires the system to be 
knowledgeable of the receipent's language preference. The language preference is 
sent to the first device (sender's device) and thus it would be obvious for the second 
user to exchange the language preference prior to a message being sent (the same 
goes for the transaction with the second user receiving the first user's language 
preference). 

The Examiner invokes KSR, wherein it would have been obvious to try, choosing 
from a finite number of identified, predictable solutions with a reasonable expectation of 
success, to change the translation location to the first device of Stringham from the 
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second device of Christy (prior to any message being received from the users), which 
allows for the systems to be able to communicate with one another by being 
knowledgeable of the users' language preferences, before a message is sent, such that 
the message recipient does not need to translate incoming messages or enlist the 
services of a person with language translation skills. Also, transmission error 
concealment would be simpler for a message that is already translated, rather than 
having to combine error concealment with language translation at the recipient's 
location. Furthermore, it would have been obvious to have the correspondent send it 
before any text messages are exchanged, such that the user does not have to search 
any databases to set the translator languages. Lastly, the user to has the capability to 
encrypt at least some of his messages before transmission, so that hackers would not 
be able to intercept the messages at the public server. Thus, a person of ordinary skill 
has a good reason to pursue the known options (as described above) within the 
technical grasp, which leads to anticipated success. 

Regarding claims 38 and 49, it is interpreted and rejected for similar reasons as 
set forth in claims 37 and 48. 

Regarding claim 42, Christy discloses computer-readable medium instructions 
for performing the steps recited in claim 37 (medium; paragraphs 0041-0043). 
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Claim Rejections - 35 USC § 103 

7. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

8. Claims 39-41 and 50-52 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Christy in view of Stringham and in further view of Chin et al. 
(PGPUB 2001/0029455), hereinafter referenced as Chin. 

Regarding claims 39 and 50, Christy in view of Stringham disclose a method for 
translating instant messages, but does not specifically teach wherein the translation 
preference is specified as a destination language. 

Chin discloses the method and system wherein the translation preference is 
specified as a destination language (location/country of origin; paragraph 0261), to 
obtain higher translation quality. 

Therefore, it would have been obvious to one of ordinary skill of the art at the 
time the invention was made to modify Christy in view of Stringham's method as 
described above, to allow for the input language to be as clean and proper as possible 
for the translation engine (paragraph 0137), as taught by Chin. 

Regarding claims 40 and 51, Christy in view of Stringham discloses a method 
for translating instant messages, but does not specifically teach wherein the translation 
preference is specified as a locality. 
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Chin discloses an instant messaging method and system wherein the translation 
preference is specified as a locality (location; paragraph 0261), to obtain higher 
translation quality. 

Therefore, it would have been obvious to one of ordinary skill of the art at the 
time the invention was made to modify Christy in view of Stringham's method as 
described above, to allow for the input language to be as clean and proper as possible 
for the translation engine (paragraph 0137), as taught by Chin. 

Regarding claims 41 and 52, Christy in view of Stringham discloses a method 
for translating instant messages, but does not specifically teach wherein the translation 
preference is specified as a geographic setting. 

Chin discloses the method and system wherein the translation preference is 
specified as a geographic setting (location/origin; paragraph 0261), to obtain higher 
translation quality. 

Therefore, it would have been obvious to one of ordinary skill of the art at the 
time the invention was made to modify Christy in view of Stringham's method as 
described above, to allow for the input language to be as clean and proper as possible 
for the translation engine (paragraph 0137), as taught by Chin. 
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Conclusion 

9. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 

§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

1 0. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to JAKIEDA R. JACKSON whose telephone number is 
(571)272-7619. The examiner can normally be reached on Monday-Friday from 
5:30am-2:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David Hudspeth can be reached on 571-272-7843. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 

Patent Application Information Retrieval (PAIR) system. Status information for 

published applications may be obtained from either Private PAIR or Public PAIR. 

Status information for unpublished applications is available through Private PAIR only. 

For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 

you have questions on access to the Private PAIR system, contact the Electronic 

Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 

USPTO Customer Service Representative or access to the automated information 

system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Jakieda R Jackson/ 
Examiner, Art Unit 2626 
September 24, 2010 



